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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 8 recites the limitation "said effluent recovery port" in the second line of 
claim 8. There is insufficient antecedent basis for this limitation in the claim. For the 
purposes of this rejection, claim 8 will be interpreted as depending on claim 5 instead of 
claims 1 or 2. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, and 9-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kinkelaaret al. (machine translation of JP Pub. No. 2003-109633) (hereinafter 
"Kinkelaar"). 

Regarding claim 1 , Kinkelaar discloses a fuel cartridge (container, 72) for a fuel 
cell, that is stored with liquid fuel to be directly supplied to a fuel electrode of the fuel cell 
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(see paragraph 1) and that is attachable and detachable to/from said fuel cell (see 
paragraph 16), is characterized in that the fuel cartridge comprises: a fuel supply part 
(seal cap, 82; film, 84) for supplying said liquid fuel to said fuel cell; and a fuel 
introduction part (liquid fuel exit, 78) that can be opened and closed and that is used for 
refilling said liquid fuel into said fuel cartridge for said fuel cell (see paragraph 56, see 
drawing 21 ). It is clear from drawing 21 that the seal cap and film are detachable from 
the fuel exit and can be opened and closed to refill the fuel reservoir. 



Regarding claim 2, Kinkelaar discloses the fuel cartridge for the fuel cell 
according to Claim 1 , is characterized in that an opening (liquid fuel exit, 78) is arranged 
in a wall portion of a storage chamber stored with said liquid fuel (see drawing 21), 
said fuel introduction part (seal cap, 82; film, 84) includes said opening and a closing 
member (seal cap, 82) for closing said opening, and said closing member is attachable 
and detachable to/from said wall portion (see drawing 21). 



Drawing 21 
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Regarding claim 3, Kinkelaar discloses the fuel cartridge for the fuel cell 
according to Claim 1 or 2, is characterized in that said fuel supply part (seal cap, 83; 
film, 84) is arranged in said fuel introduction part (liquid fuel exit, 78) (see drawing 21). 
It is clear from drawing 21 that once the seal cap and film are attached to the fuel exit, 
they are integral and the seal cap and film are arranged in the liquid fuel exit. 

Regarding claim 4, Kinkelaar discloses the fuel cartridge for the fuel cell 
according to Claim 1 or 2 is characterized in that said fuel supply part (seal cap, 83; film, 
84) is sealed by a self-sealing member (see paragraph 16). Kinkelaar discloses that the 
liquid fuel can be introduced into a spent fuel reservoir by hypodermic needle through a 
film, and that the film reseals the cavity after fuel introduction. 

Regarding claim 9, Kinkelaar discloses the fuel cartridge for the fuel cell 
according to Claim 1 or 2, is characterized in that a part of said fuel introduction part 
(liquid fuel exit, 78) is made by a fuel absorption member (wicking structure, 73) that 
absorbs said liquid fuel, and wherein said fuel absorption member is arranged in said 
fuel cartridge (see drawing 21 ). The fuel exit disclosed by Kinkelaar will be interpreted 
as the opening of the exit and the structure within the container leading to the exit. It is 
clear from drawing 21 that the wicking structure extends into the fuel exit. 

Regarding claim 10, Kinkelaar discloses the fuel cartridge for the fuel cell 
according to Claim 9, is characterized in that said fuel absorption member is attachable 
and detachable to/from said fuel introduction part. Barring further specification on 
"attachable and detachable", the fuel absorption member was detached from the 
container and fuel introduction part before assembly, and was attached after being 
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assembled into the fuel cartridge. Furthermore, it has been held that recitation that an 
element is "capable of" ("attachable" and *detachable") performing a function is not a 
positive limitation but only requires the ability to so perform. It does not constitute a 
limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Regarding claim 1 1 , Kinkelaar discloses the fuel cartridge for the fuel cell 
according to Claim 1 or 2, is characterized in that said fuel cartridge can be stored in an 
electronic device (mobile apparatus, see paragraph 13). It is anticipated that the mobile 
apparatus is an electronic device because a fuel cell provides electricity. 

Regarding claim 12, Kinkelaar discloses a fuel cell is characterized in that the 
fuel cell comprises a fuel cell main body having a fuel electrode; and the fuel cartridge 
for the fuel cell according to Claim 1 or 2, which is stored with liquid fuel to be directly 
supplied to said fuel electrode (see paragraph 1). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kinkelaar as applied to claims 1-4 and 9-12 above, and further in view of Prasad et al. 
(US Pat. Pub. 2003/0082427) (hereinafter "Prasad"). 

Regarding claim 5, Kinkelaar fails to disclose the fuel cartridge for the fuel cell 
according to Claim 1 or 2, is characterized in that the fuel cartridge comprises a first 
chamber for holding said liquid fuel; a second chamber to which effluent that has 
passed through said fuel electrode is introduced, and a partition wall for partitioning said 
first chamber and said second chamber, said first chamber has said fuel supply part and 
said fuel introduction part, and said second chamber has an effluent recovery port to 
which said effluent recovered from said fuel electrode is introduced. 
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However, Prasad teaches the fuel cartridge (fuel supply, 20) comprises a first 
chamber (fuel storage area, 24) for holding said liquid fuel; a second chamber (waste 
storage area, 26) to which effluent that has passed through said fuel electrode is 
introduced (see paragraph 21), and a partition wall (movable barrier or divider, 40; see 
paragraph 26) for partitioning said first chamber and said second chamber, said first 
chamber has said fuel supply part and said fuel introduction part (fuel solution outlet, 
28), and said second chamber has an effluent recovery port (waste inlet, 30) to which 
said effluent recovered from said fuel electrode is introduced (see paragraph 21, see fig. 
2). The combination of familiar elements is likely to be obvious when it does no more 
than yield predictable results. See KSR International Co. v. Teleflex Inc., 550 U.S. 

82 USPQ2d 1385, 1395 - 97 (2007) (see MPEP § 2143, A.). Therefore, it would 
have been obvious to a person of ordinary skill in the art to combine the fuel supply 
containing a fuel storage area and waste storage area taught by Prasad with the liquid 
fuel cell taught by Kinkelaar in order to provide an area for the waste solutions to be fed 
to {Prasad: see paragraph 24). 
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Regarding claim 6, Kinkelaar in view of Prasad discloses the fuel cartridge for the 
fuel cell according to Claim 5, is characterized in that said second chamber has an 
effluent discharge part (Prasad: connector, 36) that can be opened and closed and that 
is used to discharge said effluent. Absent further specification on what is being 
"discharged", Prasad discloses that the waste inlet is coupled to connector 36, and that 
the waste, or effluent, is passed into, or discharged, from the fuel cell into waste storage 
area 26 through waste inlet 38 (see paragraphs 21 and 36). The connector contains a 
redundant septum/ball-and-spring valve system which opens and closes the connector 
(see paragraph 36) (see fig. 2). Furthermore, the fact that the effluent discharge part is 
"used to discharge said effluent" is considered functional language. Since the 
connector disclosed by Prasad is capable of performing this function, it meets the claim. 

Regarding claim 7, Kinkelaar in view of Prasad discloses the fuel cartridge for the 
fuel cell according to Claim 6, is characterized in that said effluent discharge part 
(Prasad: connector, 36) is provided with said effluent recovery port (waste inlet, 30) 
(see fig. 2). 

Regarding claim 8, Kinkelaar in view of Prasad discloses the fuel cartridge for the 
fuel cell according to Claim 5 , is characterized in that said effluent recovery port (waste 
inlet, 30) is sealed by a self- sealing member (self-sealing connector (septum/ball-and- 
spring"), see paragraph 36). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ASHLEY KWON whose telephone number is (571)270- 
7865. The examiner can normally be reached on Monday to Thursday 7:30 - 6 pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AK 

/PATRICK RYAN/ 

Supervisory Patent Examiner, Art Unit 1795 



Application/Control Number: 10/586,860 Page 10 

Art Unit: 1795 



